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DETAILED ACTION 

1 . Amendment received on August 20, 2008 has been acknowledged. Amendment 
to claim 6 has been entered. Therefore, claims 1-25 are currently pending. 

Response to Amendment 

2. Applicant's amendments are sufficient to overcome previous claim objections 
and 35 USC 103(a) rejections as set forth in the previous office action. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-3, 6-7, 9-13, 16, 18-21 and 24 are rejected under 35 U.S.C. 103(a) as 
being unpatentable by Prange (2005/0086138). 

As per Claims 1, 10 and 18, Prange discloses an apparatus for providing 
separable billing services (Figure 1, Billing Calculation Center 8), comprising: 

a memory for storing an identifier, the identifier identifying a digital processing 
device connected to a data network, the identifier further assigned a communication 
type (pg.1, U [0011] discusses standard information: identity of the subscriber identity 
module in the mobile radio terminal 3, duration of the call, tariff, roaming charge, etc., 
details of the service-related or private nature of the current or most recently made call 
are also stored in a list billing record for this subscriber 1 or for his subscriber identity 
module, in the billing calculation server 8); and 
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a processor for receiving a data packet, the data packet comprising an address, 
the processor for comparing the address to the identifier and for adjusting an account 
associated with the communication type if the address matches the identifier (pq.1 , ^ 
[001 1] A message representing the service-related or private nature of the current or 
most recently made call can be sent by the mobile radio terminal 3 as a short message 
SMS, MMS, etc., USSD or in another manner to an address (for example a short 
message center 7) of the mobile radio network 5,6, from where it is forwarded to a 
billing calculation server 8 of the mobile radio network to enable the monthly charges 
to be calculated). 

Therefore Prange discloses the claimed apparatus except for a memory and a 
processor. Prange discloses that it is known in the art to provide a bill calculation 
server. Examiner takes Official Notice that it would have been well known within the art 
for a server to comprise a memory and a processor. Therefore, it would have been 
obvious for one having ordinary skill in the art at the time the invention was made to 
provide the bill calculation server of Prange with a memory storing unit for storing 
identifiers and a processing unit to process data packets of, in order to separate 
invoicing of private and service-related conversations on mobile telephones. 

As per Claims 2, 13 and 21 Prange discloses the apparatus of Claim 1 , further 
comprising an interface for routing said data packet to a destination associated with the 
address (Figure 1, depicts Short Message Center 7 interfaced with Billing Calculation 
8). 
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As per Claims 3, 11 and 19 Prange discloses the apparatus of Claim 1, wherein 
the communication type comprises a business-type communication (pg.1 , If [001 1] 
discusses service related call). 

As per Claims 6, 16 and 24 the apparatus of Claim 1 , wherein the processor 
further comprising a second account, the second account associated with a second type 
of communication, if the address does not match the identifier (pg.1-2, H [0011] 
discloses charge information is split in accordance with the information stored on the 
service-related or private nature and produces two part-invoices for service-related and 
private calls for the invoice for the mobile radio subscriber 1 . In this case the basic 
subscription charge can also for example be split pro-rata or equally). 

As per Claims 7, 12 and 20 the apparatus of Claim 6, wherein the second type 
of communication comprises a personal-type communication (pg.1, U [0011] discloses 
private nature calls). 

The Examiner notes for examination purposes, the Examiner will take the 
broadest reasonable interpretation of the above underlined portion of the claims. Since 
the "if statement is conditional and not necessarily performed, once the positively 
recited steps in the claims are satisfied, the method as a whole is satisfied - regardless 
of whether or not other steps are conditionally invocable under certain other 
hypothetical scenarios. 

5. Claims 4-5, 8, 14-15, 17, 22-23 and 25 rejected under 35 U.S.C. 103(a) as 
being unpatentable over Prange (2005/0086138) in view of Kelley (2002/0042715). 
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As per Claims 4-5 14-15 and 22-23 Prange discloses the apparatus of Claim 1 . 
However, Prange fails to disclose wherein the address comprises a destination and 
source address. 

Kelley discloses wherein the address comprises a destination and source 
address (Figure 3, Separation process depicts Destination Phone number or URI and 
Originating Phone number, TCP/IP address, username or other mobile device owner- 
identifying attribute). 

Therefore, it would have been obvious to one of ordinary skill in the art to modify 
the separate invoicing of private and service-related conversations of Prange to include 
the destination and originating phone numbers as taught by Kelley in order to delineate 
responsibility for payment of billings due to use of communication devices (Abstract). 

As per Claims 8, 17 and 25 Prange discloses the apparatus of Claim 1 . 
However, Prange fails to disclose wherein the data packet is not forwarded to the digital 
processing device if the address does not match the identifier. 

Kelley discloses wherein the data packet is not forwarded to the digital 
processing device if the address does not match the identifier (pg.2, If [0031] discusses 
Keypad Separation; after completing a service transaction (e.g. a voice or data call or 
browsing to a URI), or before completing said transaction, which is based on the 
features and capabilities of the mobile device being used, the user enters one or more 
pre-designated keys (e.g. pressing '1* for personal or T for business). These additional 
keys are recorded by the carrier (=Service provider) and are included in the CDRS. 
During the separation process calls are identified as employer or employee calls by 
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looking up the entered key and comparing it to what the employer had specified as 
codes indicating either business or personal transactions). 

Therefore, it would have been obvious to one of ordinary skill in the art to modify 
the separate invoicing of private and service-related conversations of Prange to include 
the ability to filter calls that match stored identifiers as taught by Kelley in order to 
delineate responsibility for payment of billings due to use of communication devices 
(Abstract). 

The Examiner notes the emphasized portion of the above claim recite a negative 
limitation, which define the invention in terms of what it was not, rather than 
pointing out the invention, therefore the emphasized portion will be given little 
patentable weight. Also for examination purposes, the Examiner will take the broadest 
reasonable interpretation of the above underlined portion of the claims. Since the "if 
statement is conditional and not necessarily performed, once the positively recited steps 
in the claims are satisfied, the method as a whole is satisfied -- regardless of whether or 
not other steps are conditionally invocable under certain other hypothetical scenarios. 

Response to Arguments 
6. Applicant's arguments, see Remarks, filed August 20, 2008, with respect to 
claims 1-25 have been fully considered and are persuasive. The 35 U.S.C. 103(a) prior 
art rejection of Wakamatsu (2003/0144929) and Jain et al. (#6,282,274) has been 
withdrawn. 
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Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Kotzin (2004/0259525) discusses a method for partitioning billing charges for 

calls handled by a wireless subscriber unit. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ashford S. Hayles whose telephone number is 571-270- 
5106. The examiner can normally be reached on Monday thru Thursday 8:30 to 4:00 
Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew Gart can be reached on (571) 272-3955. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Matthew S Gart/ 



Application/Control Number: 10/633,143 
Art Unit: 3687 



Page 8 



Ik. S. H./ 

Examiner, Art Unit 3687 



Supervisory Patent Examiner, Art 
Unit 3687 



